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In numbered paragraph 2 of the Official Action, there is a Rule 105 request, 
because of the conclusion by the Examiner thai an issue of public use or on sale activity 

' - IXv' K it! t| I 

No issue of public use or on sale aur r; has been raised in this application. 

in || e Declai tin i mdci Ruk pa agraph number 20, it has been stated that 
i us.u tat _k t t v u l I -^a [ih ^ i ide ) t»i latui. Ih this patent 

application]. ..has been commercially sold for less than 4 years. That Declaration was 
dated August 17. 2007. four years earlier than August 17. 2007 is August 17. 2003. 
August 17. 2003 is about 7 months earlier than the March 23, 2004 effective filing date of 
this application. For the invention of this patent application to have been in public use or 
on sale more than one year prior to the date of the application for patent, so as to raise an 
issue of public use or on sale, such activity would have had to occur prior to March 23, 
2003, not after August ! 7. 2003. Accordingly, there is no issue of public use or on sale 
activity, and the facts supporting that there has been no such public use or on sale activity 
is already sworn to in the Declaration of Richard Allan Snyder dated August 17, 2007, of 
record in this case. Notwithstanding that fact, the closest actual date of when the method 

product was first commercially sold, is stated in the Declaration of Robert I Jenkins 

provided herewith, as being mid-June. 2004. which is well after the March 23, 2004 filing 
date of this application. 

Accordingly, w hile no issue of public use or on sale activity has been raised in 
till application, applicant iua eilheless provides the date requested by the I xaminer. 

In numbered paragraph 5 of the Official Action of September 21, 2007. it is 
incorrectly stated that the goal of applicants as expressed on page 2 paragraph 4 is the 
same as the goal of Koschitzky as expressed in column 5 lines 4-18. 

The goal of applicants as can be seen from page 2 paragraph 4, is to remove the 
intermediate areas to yield sharply defined tabs, not to remove "'part of (he transition 
area" to pro\ ide whatever degree of "sharp visual demarcation" is provided by such 
partial removal of intermediate areas as the Kosehit/ky reference cites in column 5 lines 
4-18. 



The statement in numbered paragraph 5 of the Official Action of September 21. 
2007 that in Kosehitzk). column 5 lines 34-38 Lhat "The portions 36A. 36B of the 
transit on area v hieh iv l ain after the sloi has been cut will not be noticed by the eye. 
because of the presence of the slot 76" is wrong, and Kosehitzk) itself shows in fig. 7 
that regions 36A and 36B of fig. 7 are clearly noticeable as is shown bv the hatch marks 
on each side of the slot. See Fig. 7, reproduced below, where it is clear that the slot 76 
i cci , ies c i,h one third >i the transition area, and that an additional two thirds of the 
transition area is occupied by the remaining portions of the transition area. 
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The same is true in the reproduced portion of Fig. 6. where the slot 36 clear!} 
In i 1 - luki ed | < h i i- j r i! i i i i i c K\ iu id a^u t tab- hat hl h t rcmo\ ed. 




c } ^ a- 

While numbered paragraph 5 of the Official Action goes on. on page 4, to state 
that "Column 5. line 4+ states slots 76 are located in all or substantially all of the 
transition areas 36 between adjacent colored areas", that merely states that there is a slot 
in each transition area: it does not suite that all of am transition area is removed. 
Similarly, in numbered paragraph 5 on page 4. where reference is made to column 7 lines 
3-9 for a teaching that slots may vary in width and appearance, nowhere at all in the 
reference is it stated that any such slot completely removes an\ transition area. Rather, it 
is clear from all of the available text and all olThe pertinent figures of Koschitzky, that 
substantial portions of each transition area remains present in tabs on each side of the 
slots: in fact, a- mentioned abo\ e. it is shown that the transition areas in figs. 6 and 7. 
where slots are removed, that only one third of the transition area is removed by the slot, 
and that two thirds of the transition area in each case appear, with about one third of each 
transition area being on each side of the slot, and with the hatch marks that represent the 
retained transitu ; trea being clearly visible to ihe eye 

In the Official Action of September 21. 1007, numbered paragraph 5 goes on. on 
page 4. to state the I Examiner's position that the Koschitzky reference "provides at least 
i _ i i i.i viinipka enui\a * i l idt >< i - so k^sotate" I hat statement is 
at odds with the text and illustrations of Koschitzky. There is no reference whatever in 



koschitzky to such complete removal, and such, statement is therefore without (actual 
M't m koschtl/ky . 

lu i tct th st statement is in stat tsl to the n u it lea 8 th ie 

addressed on pages 4. 5 of Applicants' amendment remarks filed August 24, 2007, where 
a tHLviifP of such M.-te:i ."'h i Knsehit, k; tu p-L-ci kj '' 1 'he contrary 

In numbered pat igrap l 5 on page 4 of the Official Action, it is stated that 

There is no evidence presented by Applicants that completely 
L-mo\ in tlk niermediai t t iu>n areas | across its u id th 
provides any mechanical or other advantage not cited by the 
reference. 

Paragraph 4 of the Snyder Declaration of record in this case sets forth at least 5 
mechanical and functional effects and advantages that are accomplished by complete 
removal as referenced in the identified claims, and such, being in a sworn Declaration, is 
evidence as to mechanical and functional effects and advantages of the present invention. 

At the top of page 8. it is stated in the Official Action that paragraph 14 of the 
Declaration is "simply erroneous". It is not erroneous. While a preferred portion is 
described in detail in Koschitzky. as being removed, and whether that amount is precisely 
where the distribution of granules is a 50:50 distribution or slightly more or slightly less, 
such must be read in the total context of Koschitzky. which Koschit/ky describes at least 
8 times and shows in Figs. 6 and 7, that there remains in each ease some portion of 
the transition area on each side of the slot. 

As such. koschh/ky teaches away from complete removal of the transition areas. 

On page 8 line 5 of the Official Action. Mr. Snyder's opinion is mis-cited. It is 
stated that Mr. Snyder testifies that the claims are not obvious because they are not 
"expressly" taught in the prior art. in numbered paragraph 21. Mr. Snyder's statement is 
not limited to "express!} "; he states that Koschitzky and the other art does not teach the 
present invention and that the invention is not obvious. Thus. \h Snydei Dec la on is 
not so limited. It can only be fairly read to state that Koschitzky and the other art does 
not expressly teach the present invention, and does not teach the present inv ention in any 
other manner, mioi a > n< m obviousness. 



A i ti\ [ in < siai. -, i [■ i | _t N i iji ki - t h I 4 did etn imoii the 'emo\ al of 
'i i rten -a* „ , to' i la 1 n'vi!^ i iii , - p i 1 1 1 k s L hitA\ was to the 
contrary, be it in text, or in illustrations. 

Nowhere in Koschitzkj \ % s there i suggt rion \ iatc> ol complete 
removal of transition areas. 

It is noted that in the Official Action, the Examiner continues to rely upon In re 
Seid. Again, it is submitted thai In re Seid was not a ease decided based upon the 1952 
Patent Act. Rather, it was decided in 1947. Nowhere since 1947 does there appear any 
citation of in re Seid for the proposition advanced by the Examiner; namely to the effect 
that matters related to ornamentation or aesthetic effect cannot be the basis of 
patentability. While In re Seid is cited for other propositions, it is cited nowhere for this 
proposition. And in fact, as is addressed in numbered paragraph 3 of the previous 
response of applicants in this matter, while In re Seid is mentioned in MPEP §2144.04, it 
i (mi icd lately followed by a reference to In re Dembiczik, a much more recent, citation 
of the Federal Circuit, which supported patentability being predicated upon aesthetic or 
ornamental effects in a utility patent. 

In numbered paragraph 12 of the Snyder Declaration of record, over 50 patents 
are referenced where aesthet ic or ornamental aspects of shingles routinely form the basis 
for patentability , and have been for the last 30 years. The Examiner dismisses those as 
i it ling unc <pectcd appc; ranees ai i therefore being unobvious. and would seek to 
distinguish them from die instant application, as not being relevant to the instant case, 
because the Examiner remains of the opinion that the difference between the claims of 
the instant application and Kosehit/ky are obvious. One of the things that such 
accumulation of patents in numbered paragraph 1 2 establishes, is that In re Seid Is not 
law that is currently being applied by the U.S. Patent Office, particularly in the shingle or 
roofing art. Such aecini , , . i p. P P- i . i a . t i _d <. „d m > hmi h n\ tton md 
. . be' - l n eiit l> I \ hhty to In re Seid. 

As to the non-obviousness of modifying Koschitzky as the Examiner would, 
notwithstanding the many text and illustrative references in Koschitzky to the contrary. 
iei i i .it 1 ' «nl i mi k k|\ tied here. 

It is also noted thai the Examiner cites the recently decided U.S. Supreme Court 
case KSR Imema/ionai Co. v. Te/eflex Inc. el a! 82 U.S. P.O. 2d 1396. specifically on 



pec ! ii uggestion i i u tti i lire establish rima facie 
. fob ious icss But applicant here does not argue that a specific teaching must be 
provided by the Examiner of making the modification that the Examiner would have to 
make to Kosehitzky, Rather, applicant here argues that Kosehitzky itself leads away 
from the teaching of complete removal of the transitional areas. Moreover, in the KSR 
ease, the U.S. Supreme Court also cited Graham v. John Deere ( 'o. 383 U.S. U 15 Led 
2d 545. 86 SC.." 684 for the proposition that the fact finder should "guard against slipping 
into use of hindsight". ..and should.. ," resist the temptation to read into the prior art the 
teachings of the invention in issue." It is submitted that this admonition from Graham v. 
Deere that is reinforced by the Supreme Court in the KSR decision is quite applicable 
here, and that the Examiner should resist reading into Kosehitzky that which is taught by 
the Applicants in the instant application, especially where Kosehitzky goes to such great 
lengths throughout its text and illustrations, to retain on each side of the slot, portions of 
the transition areas, and where Kosehitzky in fact teaches the retention of two thirds of 
such transition areas. 

Toward the bottom of page 8 of the Official Action, the Examiner finds that the 
sworn facts relating to rapid commercial success, as are present in paragraph 20 of the 
Snyder Declaration arc inadequate, raising the question of whether there were other 
considerations such as promotion, advertising, or market share that dictated such 
commercial success. But the evidence of commercial success is present in paragraph 20. 
and that is the evidence of the same that is before the Examiner. Merely suggesting 
theoretical other factors not known to have any relevance to the commercial success 
achieved by this invention, and merely raised in argument, does not denigrate the 
commercial succc . t H !e i 1 ' I m e IXduiation oi'Mr. 

Jenkins pre. ided herewith, it is established thai other such factors were not relevant to 
the • omn eu i »l •!*.«• ^ il ;« - «. tie ed by the present invention, because the factors of 

I etmg conditions for the commercialization of 
-.! e< e • i 'a i'im l s-. i b ie -ai u i u i i. 1 u i .In n. other 
con nerci 1! iiec< ful Certain l et i i c to which it is compared in paragraph 20 of 
the S er f)eci irat on 



8 



claims 8 through 10 us being unpatentable over Koschitzky in view ofthe admitted prior 
art \pplicanl herewith repeats (v tv crenee. the commenis raised in tile response to the 
previous Official Action related thereto, as essential!) traversing that rejection as well, 
for ail of die re isons sel forth abo\ e with respeei to the rejection over the reference 
Kosehit/ky alone, because none csf those other references -u -e t or teach in an\ ua\ the 
deficiencies of Kosehit/ky as a.re addressed herein above, 

' a!' ofthe above reasons reconsid ra.ii , and i i vance of ail of the claims of 
this application are respectfully submitted. 



